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Following the U.S. Supreme Court’s June 2014 opinion in Alice v. CLS Bank,[1] a split of authority has
emerged regarding whether or not the clear and convincing standard should apply to an eligibility
challenge under 35 U.S.C. §101.[2] Divergent opinions have arisen because the Supreme Court has not
addressed the correct standard under §101 since its 2011 opinion in Microsoft v. i4i,[3] nor has the
Federal Circuit addressed the standard since its subsequently vacated 2013 opinion in Ultramercial.[4]
Particularly since Alice, various district courts have thoughtfully examined this question.[5] This article
will summarize the various lines of reasoning from those opinions, and what the courts have opted to do
for the present until the Federal Circuit (or Supreme Court) provide further clarity on the correct
standard.

Post-Alice, when the question of the correct standard under §101 has arisen, patentees routinely cite to
the Supreme Court’s decision in Microsoft v. i4i to argue that the clear and convincing standard should
apply. Ini4i, the court analyzed whether 35 U.S.C. §282 was determinative of the proper standard. In
doing so, the i4i court acknowledged the absence of any express articulation of the correct standard of
proof (as opposed to the burden of proof) in the statute. However, the court considered that, for
decades, both the Supreme Court and the Federal Circuit had consistently found that the presumption
of validity goes hand-in-hand with the standard of clear and convincing evidence when a patent’s
validity is challenged. The court thus concluded that by codifying the presumption of validity in §282,
Congress “implicitly” adopted the heightened standard of proof as well.[6] However, the court was
careful to note that:

Here we use ‘burden of proof’ interchangeably with ‘burden of persuasion’ to identify the party who
must persuade the jury in its favor to prevail. We use the term ‘standard of proof’ to refer to the degree
of certainty by which the factfinder must be persuaded of a factual conclusion to find in favor of the
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party bearing the burden of persuasion. In other words, the term ‘standard of proof’ specifies how
difficult it will be for the party bearing the burden of persuasion to convince the jury of the facts in its
favor.[7]

The concurring opinion by Justices Stephen Breyer, Antonin Scalia and Samuel Alito in i4i elaborates on
this point noting that “[w]here the ultimate question of patent validity turns on the correct answer to
legal questions — what these subsidiary legal standards mean or how they apply to the facts as given —
today’s strict standard of proof has no application.”[8] The concurrence further stated that “[b]y
preventing the ‘clear and convincing’ standard from roaming outside its fact-related reservation, courts
can increase the likelihood that discoveries or inventions will not receive legal protection where none is
due.”[9] Notably, the dispute in i4i was limited to an on-sale bar issue pursuant to §102(b) — not §101—
and thus the question of whether the clear and convincing standard should apply in the §101 context
was not directly addressed.

Challenges to validity under §102 (novelty), §103 (nonobviousness) and §112 (fully and particularly
described) typically involve key underlying questions of fact subject to the clear and convincing
standard.[10] However, eligibility under §101 is a question of law.[11] Thus, as the argument goes, the
heightened standard of clear and convincing is not appropriate in the §101 context. The majority of
district courts that have considered the issue seem to agree with that proposition.[12] Yet in most cases
those same courts have nevertheless applied the heightened standard — or at least indicated they
would have reached the same conclusion under the heightened standard — pending further clarification
from the Supreme Court or the Federal Circuit.[13]

Why should a §101 challenge be treated as a question of law? In the §101 context, patentees often
argue that there is an underlying factual issue relating to the novelty of a limitation, or the claim as an
ordered combination.[14] However, the issue of novelty should not be conflated with the issue of
eligibility under §101.[15] Novelty is also not a consideration for step one of the Alice analysis.[16] And
while novelty may be considered in step two, the court’s overriding concern appears to be one of
preemption. As the Alice court stated, “[w]e have described the concern that drives this exclusionary
principle as one of pre-emption.”[17] As far back as O’Reilly v. Morse, the dissent was of the view that
the disputed claim should be void “only when [the patentee] claims something before known and used,
something as new which is not new, either by mistake or intentionally.”[18] However, despite finding
the disputed claims to be valid over the prior art, the majority disagreed reasoning that the problem
with the language of the claim at issue was not one of novelty, but one of unwarranted preemption over
future improvements:

It is impossible to misunderstand the extent of this claim. [The inventor - Morse] claims the exclusive
right to every improvement where the motive power is the electric or galvanic current, and the result is
the marking or printing intelligible characters, signs, or letters at a distance. If this claim can be
maintained, it matters not by what process or machinery the result is accomplished. For aught that we
now know some future inventor, in the onward march of science, may discover a mode of writing or
printing at a distance by means of the electric or galvanic current, without using any part of the process
or combination set forth in the plaintiff's specification. His invention may be less complicated—less
liable to get out of order—less expensive in construction, and in its operation. But yet if it is covered by
this patent the inventor could not use it, nor the public have the benefit of it without the permission of
this patentee.[19]

Based on this reasoning, the O’Reilly court held the claim to be void, finding “that the claim is too broad,
and not warranted by law.”[20]



Patentees sometimes argue that the movant or court’s reliance on treatises or dictionaries to confirm
the abstract nature of the claimed concept creates an issue of fact. Indeed, following the Supreme
Court’s lead in Alice, it has become commonplace for the courts to cite to treatises or other historical
evidence in support of a finding of ineligibility.[21] The court in Hughes put it thus:

Courts frequently make findings when deciding purely legal questions. Eligibility questions mostly
involve general historical observations, the sort of findings routinely made by courts deciding legal
guestions. Compare ABC, Inc. v. Aereo, Inc., 134 S. Ct. 2498, 2505-06, 189 L. Ed. 2d 476 (2014) (relying
on legislative history and context of 1976 Copyright Act to justify finding copyright liability for online
television streaming service), with Alice Corp. Pty. Ltd. v. CLS Bank Int’l, 134 S. Ct. 2347, 2356, 82 L. Ed.
2d 296, 189 L. Ed. 2d 296 (2014) (citing to historical evidence showing intermediated settlement is a
longstanding practice).[22]

In conclusion, while it appears that the majority of district courts that have considered the issue have
reasoned that the clear and convincing standard should not apply to a § 101 analysis, there is a split of
authority and continued uncertainty. Therefore it would be beneficial to both parties and the district
courts to have additional guidance on the question of the correct standard given the prevalence of
eligibility opinions emanating not only from the district courts, but also the PTAB.
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