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I N THE SUPREME COURT OF THE UNI TED STATES

e e e e e e e ol Lo ix
ASSOCI ATI ON FOR MOLECULAR
PATHOLOGY, ET AL.,
Petitioners : No. 12-398
V.
MYRI AD GENETICS, I NC., ET AL.
e e e e e el oo

Washi ngton, D.C.

Monday, April 15, 2013

The above-entitled matter canme on for oral
argument before the Suprene Court of the United States
at 10:04 a.m
APPEARANCES:

CHRI STOPHER A. HANSEN, ESQ., New York, New York; on
behal f of Petitioners.

DONALD B. VERRILLI, JR, ESQ, Solicitor General,
Department of Justice, Washington, D.C.; for United
States, as am cus curiae, supporting neither
party.

GREGORY A. CASTANI AS, ESQ. , Washington, D.C.; on behalf

of Respondents.
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PROCEEDI NGS
(10: 04 a.m)

CHI EF JUSTI CE ROBERTS: We'Il hear argunent
first this norning in Case 12-398, Association for
Mol ecul ar Pat hol ogy v. Myriad CGenetics, Inc.

M . Hansen?

ORAL ARGUMENT OF CHRI STOPHER A. HANSEN
ON BEHALF OF THE PETI TI ONERS

MR. HANSEN: M. Chief Justice, and may it
pl ease the Court:

One way to address the question presented by
this case is what exactly did Myriad invent? And the
answer i s not hing.

Myri ad unl ocked the secréts of two hunman
genes. These are genes that correlate with an increased
ri sk of breast or ovarian cancer. But the genes
t hensel ves, their -- where they start and stop, what
t hey do, what they are made of, and what happens when
they go wong are all decisions that were nmade by
nature, not by Mri ad.

Now, Myriad deserves credit for having
unl ocked these secrets. Mriad does not deserve a
patent for it.

JUSTI CE G NSBURG:. M. Hansen, Respondents
say that isolating or extracting natural products, that
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MR. CASTANIAS: | think that's a question of
sone dispute in this record.

JUSTI CE BREYER: So, in other words, you're
saying that the Lander brief is wong.

MR. CASTANIAS: Well, what | will tell

you - -
JUSTI CE BREYER: | want to know, because |

have to admt that | read it and | did assune that as a

matter of science it was correct. So | would like to

know whet her you agree, as a matter of science, that it
is correct, not of law, but of science, or if you are
di sagreeing with it, as a matter of science.

MR. CASTANIAS: What | will tell you is that
what are call ed pseudogenes -- \

JUSTI CE BREYER: I'"d |like a yes or no
answer .

MR. CASTANIAS: Yes. So the answer --

woul d say the answer is no, because there is no

evi dence - -

JUSTI CE BREYER: WAs the answer no, you do
not disagree with it? | wonder, | disagree or | do
di sagree?

MR. CASTANIAS: | do disagree with it with
the following --
JUSTI CE BREYER: As a matter of science.
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MR. CASTANIAS: As a matter of science with
the follow ng -- okay.

JUSTI CE BREYER: Ckay. Very well. If you
are saying it is wong, as a matter of science, since
neither of us are scientists, | would like you to tell
me what | should read that will, froma scientist, tell
me that it's wong.

MR. CASTANI AS: You want nme to tell you
sonmething froma scientist that you should read that
tells you that it is wong?

JUSTI CE BREYER: No, | need to know --

MR. CASTANIAS: | think you could | ook at
the declaration in the -- the Joint Appendix for
Dr. Kay, for exanple. Dr. Kay's dec{aration appears
at -- starting at page 370. You'll find an extensive
di scussion in there of the technol ogy here and -- and of
t he geneti cs.

But, Justice Breyer, just to explain the
finishing thought, what -- what Dr. Lander says in his
brief is that these pseudogenes, which are un --
undi fferentiated fragnments, exist in the body. What
hasn't been brought to the -- to the forefront is
sonet hing that is new and useful and available to the
public for -- for allow ng wonmen to determ ne whet her
t hey have breast or ovarian --
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CH EF JUSTI CE ROBERTS: Can | --

MR. CASTANIAS: -- mutations that are likely
to result in cancer.

Yes, M. Chief Justice?

CHI EF JUSTI CE ROBERTS: Can | get back to
your basebal |l bat exanple?

MR. CASTANI AS: Sure.

CHI EF JUSTI CE ROBERTS: M understanding --
my understanding is that here, what's involved,
obvi ously through scientific processes, but we're not
t al ki ng about process. Here, what's involved is
sni ppi ng. You've got the thing there and you snip --
snip off the top and you snip off the bottom and there
you' ve got it. \

The baseball bat is quite different. You
don't look at a tree and say, well, I've cut the branch
here and cut it here and all of a sudden |I've got a
baseball bat. You have to invent it, if you will. You
don't have to invent the particular segnment of the -- of
the strand; you just have to cut it off.

MR. CASTANIAS: Well, | -- 1 guess |I'lIl even
take issue with that, because the -- the story of how
the SEQ I D nunber 2, the genom c DNA segnment cane about
I's exactly the opposite of that. If you | ook, for
exanpl e, at page 488 of the Joint Appendix, that's the
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JUSTI CE KENNEDY: Now, if it's -- if it's
the process or the additions that make it patentable,
fine. But you're say that the nonent it's snipped, it's
patentable, and that it seens to ne was -- was the point

of Justice Kagan's question.

MR. CASTANIAS: Well, | -- | will say that
that is the final inventive act. It's not the only
i nventive act. It's the final inventive act. I[f -- if

I ndeed you were creating it --

JUSTI CE G NSBURG. Do you concede --

MR. CASTANIAS: |'m sorry.

JUSTI CE Gl NSBURG. Do you concede at | east
that the decision in the Federal Circuit, that Judge
Lourie did make an incorrect assunpt{on, or is the
Lander brief inaccurate with respect to that, too? That
i's, Judge Lourie thought that isolated DNA fragments did
not exist in the human body and Dr. Lander says that --

MR. CASTANI AS: No, what -- 1 think
Justice -- Judge Lourie was exactly correct to say that
there is nothing in this record that says that isolated
DNA fragments of BRCAL exist in the body. Neither does
Dr. Lander's brief, for that matter. And for that

matter, those isolated fragnents that are discussed in

Dr. Lander's brief again are -- are what are known
not -- not in any way as isolated DNA, but as
47
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pseudogenes. They're typically things that have been
killed off or nutated by a virus, but they do not --
JUSTICE ALITO. But isn't this just a

question of probability? To get back to your basebal

bat exanple, which at least | -- | can understand better
t han perhaps sone of this biochem stry, | suppose that
in, you know, | don't know how many mllions of years

trees have been around, but in all of that time possibly
sonepl ace a branch has fallen off a tree and it's fallen
into the ocean and it's been mani pul ated by the waves,
and then sonmething's been washed up on the shore, and
what do you know, it's a baseball bat.

s that --

(Laughter.)

JUSTICE ALITO -- is that what Dr. Lander
is tal king about?

MR. CASTANIAS: That's pretty nuch the sane
as what he's tal king about, is that there m ght be
sonet hi ng that was out there sonewhere. But -- but
that's really -- the search for this sort of thing that
m ght be very sinmlar to the thing but never was known
before. The patent |aw has taught -- the patent lawis
al |l about pushing the frontiers.

JUSTI CE BREYER: All right. So, when you
are on that, that's good. A nore basic question to ne
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think cDNA is reconbi nant DNA, that's what we've argued,
but that's -- that's at | east one pl ausi ble way of
| ooking at it.

The genes in this case, the patents on the
genes in this case cover the genes of every nman, wonman,
and child in the United States. And as | just said, it
gives the -- the governnment has given Myriad the
authority to stop research on every one of our genes.
That sinply can't be right.

And I would Iike to nake one ot her point
with respect to Dr. Lander's brief. On page 16 of Dr.
Lander's brief he discusses specifically that the BRCA
genes appear in the body with coval ent bonds in
fragnents. There isn't any real -- {here isn't any
scientific dispute about that fact.

CHI EF JUSTI CE ROBERTS: Wiy don't you take
another mnute. You weren't afforded an opportunity to
use the time you were reserved.

MR. HANSEN. Well, | guess the only other
thing I would say, Your Honor, is to respond to what |
may have left a misinpression with Justice Kagan's
gquestions. We agree that you could get a patent on a
use of the leaf that is pulled out of the Amazon or a
plant that is pulled out of the Amazon. W don't
di spute that. We don't think you cannot get a patent on
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the plant itself just because you pulled it out of the
ground and took it to the United States.
CHI EF JUSTI CE ROBERTS: Thank you, counsel.
The case is submtted.
(Wher eupon, at 11:11 a.m, the case in the

above-entitled matter was subnmtted.)
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